
11/04/91 08:52 0

C1- 2O?-' 0*32 O FICE C7 AKC FOR P'TENTS C-42

Statement of Considerations

CLASS WAIVER Ol THE rOVERNMENT'S U.S. AND FOREIGN DATENT q41rHT IN
INVFNTIONS MAnE IN THE COURSE Or OR UNDER COD0ERATIVE ArREMENTý
ENTEREn INTO UNDER THE DEPARTMENT OF ENERGY'S WirH TEMPERATURE
SUDER•OINDUCTIVITY ITLOT CENTCRS PROGRAM W(C)-88-001

The rlpe~,stnt Of Energy (D0tO considers the National Laboratories to he a
unique and • aluable national resource that should be made available to the
extent feasible for use by others to accelerate commercioizratlu , ufr a,*'qy
technology.

In 11Q7 Dresident Reaqaa issued Executive Order No. 17,901 entitled
"Facilitatino Access to Science and Technology". The purpose of this
Executive nrder was to ensure that Federal apencies and laboratories assist
universities and the private sector in broadcn 4 ng the technology base 6f th,
nation by moving new knowledge from the research laboratory into the
development of new products and processes. More particularly, Federal
agencies were, to the extent permitted by law, to encourage and facilitate
collaboration anono Federal laboratories, state and local governments,
universities, and the private sector.

The Department has undertaken various initiatives ained at reducing
institutional barriers to the transfer of technoloy from its National
Laboratories. One such initiative is in the area of increased access by the
private sector to the MAO contractor facilities. Access by nonprofit
organizations, -small business ri'rm, or others to such re.earch and
development facilities is already available in situations where the private
party (i.e., sponsor\ agrees to reimburse the rovernment or MAO contractor for

costs of performino the sponsor's work. Such arrangements are involved in the
00n "Work for Others" (WFfl and "Use of Facilities" Programs, and are not
considered "funding agreements" as defined in 3~ USC 201.

In order to facilitate wider use and access to these facilities non issued
class waivers dealing with subject inventions made by soonsors in these two
categories to any work performed at MAn facilities under the WFO Agreements or
User Agreements: this may include work relatino to high temperature
superconductino tcchnolopy.

The Hioh Temperature Superconductivity (HTSCl Pilot Centers Proaram is an
additional and alternate mechanism which is to be made available under
cooperative agreements with small business, nonprofit, or large business

participants to avail themselves of the unique RAD facilities and expertise of
selected MAO contractors, The Pilot Centers Program differs from and is
distinguishable from the "Work for Others" or "Use of Facilitles" Programs In
sepvral respects:

1. The Dilot Centers Proora- will be funded by DOE through cooperative
aoreements with private participants and therefore such agreements may fsll
within the term "funding" agreement as defined in P.L. o6-517, as amended by
p.l. ^-W.
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2. The Pilot Centers Orogram class waiver is directed to a specific
technolopy, i,.e, Hiph Temperature Superconductivity, and is intended to
allocate patent riahts 1n a manner which will accelerate commretalization of
that technoloqy.

3. The pilot Centers Prngrom clns. waiver takes into consideration not only
the technology transfer capacity of the participant but allows utilization of
the already demonstrated technology transfer capacities of the selected
T)epartment's MAO Contractors, thus providing an oppnrtunlty for the
participant as well as the MAO contractor to advance Commercializatinn of HTS$
technology. For example, where the participant is not interested or is not in
a oMsition to commercialize all areas of utility of a niven superconductina
invention, this class waiver has sufficient flexibility to permit the
technoloqy transfer resnurces of the MAO contractor to be utilized to promote
the full commercial potential Of a superconducting development.

The D11ot Centers selected for inclusion in the HTSC "ilot Centers Proaram are
the Los Alamos National Laboratory in New Mexico operated by the University of
California under Contract W-74as-nq-3, Aroonne National Laboratory in
Illinois operated by the University of rhicano under Contract W-31-n10o Eno-•8,
and the nOE-owned facilities in Oak Ridae, Tennessee, operated by Martin
Mir(ettA Enemy Systems, Tnc., IFnernv Systems\ under Contract
DnFACi-MA40R140R7 ).

The B ilot Centers have been characterized by kecretary of Enerqy Herrinqton aq
a key element in the Superconductivity Initiative announced by Dresident
Reagan in July 1•97 to make the resources of the Federal onvernment available
tn United States Industry in davelopinn coimmvrclal products from high
temperature superconductino materials.

tliqh temperature suoerconductivity materlals have potentio use in such
applications as electrical generation, storane, And transmission, computers,
diaonostlcs, and transportation. However, the matei-als are ceramics which
are dirficult tto fabricate and reoutre extensive process and product
develooment before their commercial utility can be realized. The purpose of
the ollot Centers brooram is to provide industry, nonprofit, and academia
uarticipants access to the resources of the Pilot '.enters to accelerate
technlcal antd cymmerrcial development of high temperature superconductinn
technoloqy.

The participants in these coonerative agreement3 may comprise small business
firms, or nonprofit oroanizations, as defined in 3~ USCr, 2n and large
business, i.e., those business entities which do not meet this definition.
Under the provisions of the Bayh-nole Act, .L., 10-517, as codified in 3 UiSr,
Vl. (t seq., each nonprofit org•nlzatinn or small husiness may, with certain
exceptions, elect to retain title to inventions conceived or first actually
reduced to practice by its emoloyees in the nerformance of work under a
contract, orant, or cooDerative aqreetent entered into between any Federal
agency and any contractor funded in whole or in oart by the Federal

2



11/04/91 08:54" 004

10,"20•'9 9 1?'23 DrTICE - 0 C FIOP PBTE-h"5 C-d42 035

riovrrnm(nt. Thus, Small business entities end nonprofit orqanizztions already
have A statutory rinht to elect to file on any of their Inventinns made durinq
the course of any fundinq aureement which they enter into with a Oilot
Center's M4) contractor,

Adntltlonnlly, the nonprofit M&O contractors ray, with certain exceptions,
elect to retain riohts under the provisions of P>.. 94-517, as amended, to
inventions concelved or first n'tuplly reduced to practice by their employees
in the performance of any fundinr aqreement which they enter into with .a
participant under the HTS? Dilnt renitrs zroqram.

It is the purpnse of this class waiver to prnvide a waiver of patent rights
under the authority of Section 152 of the Atomic Energy Act of 19qS, as
amended, (7? UrC ?21AW and Section q of the Federal Non.nuclesr Enerny
ResParch antid evelopment Act of 197 (4.2 USC 500nQ which Is consistent with
the objectives of Executive Order ?T501, In one particular, the Scope of this
class waiver is directed to the class of identified inventions which comprise:

A. Subject inventions made by employees of Energy Systems rurinq the courst
of or under any Cooperative agreement entered into by Energy Syst-ns
under the HTSC Pilot Centers brograum, and

R. Suh.ijet Invantiont of laroe business entities which coit share less than
?nt in cooperative agreements entered into with Pilot !enters' MAf
contractors under the HTS, Dilot Centers Prnoram. Historically, cost
sharinq levels below ?0% have not oenerally been found by noE to
represent sufficient corpurdte interest rnd cominltment by larpe husWinss
contractors in the commercialization process to justify waiver of the
rovernment's rights in such invPntlons.

In accordance with this class waiver, Category (A) Inventions are waived to
!neroy Systrims and Category (B) inventions are waived to the M40 contractor
participating in a particular cooperative aoreement under the HTSC Pilot
Centers Proaram in order to take advantage of the technoloqy transfer
cipabllity of the M&n contractor. since the large business participant is
unwilling tn cost share a ?0O or above level in Catagory ., the grant of a
wiiv@r to th laroeý butiness particloant is not .listified. In order, however,
to obtain the benefit of the demonstrated technnlopy transfer caoability of
tne m.)U contractor OT tthe wiiot r;enters ano to raci ltate tne incorporotion of
inventions of ,.ateory B that are made under these cooperative aqreements into
the M&A contractor licensina proprami in the superconductor field, the right to
elect to file patent applications on such identified inventions is placed with
the Oilot Center's M&) contractor.

'urther, technoloy transfer may be enhanced by the MA contractor belnq able
to offer the waived inventions made under the HTSC Pilot Centers Prooram with
other of its related inventions in the Hinh Temperature Superconductivity
field, Thus, It is believed that the granting of a waiver tn these identifiPd
, trvtit1)Irib will 1 wk Lhe bn fri trlL ufr Lthe Suv.r0uInuduiu. I. lty lniulvny wId•T y
available to the public in the shortest practicable time and promote the
commercial util(ration of such inventions.
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In another particular, the scope of this class waiver is directed to an
advancP waiver of inventions of a limited class of cooperative agreements
entered into under the HTSC Dilot Centers Prolram with lrarp business entities
which cost share at least 2•? (not includina any waived fee).

With res•p•t to the advance class w-iver to the limited class of cooperative
agreements, this waiver catecory is an extension of existing Or; patent waiver
pOl cy which recoonizes that at least a ?P; level of cost sharlng is an
indication of rnrmltment by t hr partiripant to advAnrc the terhnnlnny and
effect crmnercial utilization thereof. Thus, it is believed that the prantint
of this limited class waiver will also make the benefits of the
superconducting technnlony widely available to the public in the shortest
practicabhl time and promote the commercia' utilization of the waived
inventians.

TMolemefntation of this class waiver to the identified inventions of Cateqories
(A) and (fB is to he by a simple procedure which requires (1.' the MZn
Conttractor reoortlnn nf the invention within the times specified in its
contract with a request to retain rights: (.2 certification by the MXO
contractnr reqprdinn its intent to commercialize the invention itself or
through Its licensee(s) within three years from the time this waiver is
effective, Iubject to extension of the time period for commercialiahtion, in
twn year intervals, so lono as the M40 contractor demonstrates to the
Satisfaction of nDE that it or its licenseers) is actively pursuing
commercialization of the invention: (3) certification by the MAO contractor
tha't the invention at the time of the request for waiver has not heen
developed to the point of conTmercialization; and (4) certification by the M&O
contractor that it will bear the cost of prosecutina and maintaininq any
patent applicationrs, or patentfs) on the waived invention at its private
expense in accordance with its Mxn contract or as otherwise approved by the
Assistant neneral rounsel for Pntents.

The "atent Counsel ass$stino the procurino activity must review end certify as
to whether the conditions of this class waiver have been met. For the class
of identified Inventions of Catenorles (A) and (B) this Includes certification
that, after review of the invention and relevant facts, the waiver is
doolicable to the invention, For the advance waiver for the limited class of
cooperative aOreem-nts it Inclide r.rrtlfir.ttion thnt the minimuir rrquirpmpnt
of ?V cost tharini (not includino any waived feel is met,

fecause of the nature of the work to be performed under the cooperative
agreements inder the experimental HTSC *Ilot centers Proaram, the scope of the
class waiver does not include inventions which: (1) fall within DOT's weapon
oroaram, naval nuclear propulsion Droaran, uranium enrichment fincludina
isotope separattin) proaram, storaqe and disposal of civilian hqin level
nuclear waste nr spent nuclear fuels: f-. relate to subject matter that is
classified Or sensitive under section aIR of the Atomic Energy Act of 19P1, as
amended; and (13 come within the ambit of international agreements or treAties
in existence at the time of execution of the cooperative agreements for
inventions waived to the participants or identified in the 'AC contracts for
inventions waived to the MAO contractors in the area of superconductino
t~chnnl oqy.
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It is believed that this MT$C waiver not only resoonds to the Oresident's
initiative to promote cornercial development of superconductivity research,

but is consistent with the objectives and considerations of DOE statutory
waiver policy. This waiver promrtes wider Interaction between private

partlcipants ?fr co-spun5nreil research and development utilzinq the te•bined

technology of participants aond t'llot ,enters. An eoually important feature of

this waiver is that it permits utilization of the demonstrated teehnolooy
transfer capahilities of the M&O contractors participatlin in the *llot

Centers brooraM In a tandem relationship with the participant to promnte

cornerclalization of sponsored HTSC technology especially in cases where

interest in commercialization of the particiDpnt is narrow but the developee

technolooy has broad noplir;otlon and the participant Is either unwillinF or
utnable to promote the broader applications.

It Is re:ognlied that the Pilot Centers Orogram Is an experimental proqram

wnMch has as its goal to commerciaiize the rTM'. technuooqy arnd as suvi Lle ,MAn

.ontractor's performance will be, tluely rvaluaeLtn ru!' rutu, prvuioa tlt•'eri

and/or class waivers of this nature. Since the MAn Contractors through this

Class waiver to identified inventions will, in many cases, have
Comnercializatlon riqltS in not only its own invPntion, hbiT. also inventions of
the Participant (for cost shared aqreements of less then Pn% cost share¶ and
will be entltled to nerotiate with the Darticipant for such commercial rights
in the HTSC technology, the Department has established criteria for evaluating
the MV) contractor as tn its selectina the commercialization route which will

best ensure the early cormerclallzation of the HTSC technology. Accordingly,
this evaluation of the MA) contractor's licensing activities serves as
additional ýusrtlflcaton-for the grant of the waiver of the scope set forth
herein.

The grant of this waiver allows the pilot Centers to identify and implement

effective onvernnmnt/industry research cooperation as a model for establishing
a permanent program, trant of waiver righlt Lv thU thrLuir MAO LurntrOactoC's

operatlnn the Pilot Centers and to the participants will provide these

contractors with an opportunity to demonstratt the technical and technology
transfer resources in conductlno cooperative acreements with participants to

Oeveloo the HTSC technolooy for conmmercial application, thereby improvinn
United States competitiveness in the superconducting field.

The Prant of this class waiver to the experimentaTl ilot Centers and
participants should not result in adverse effects on competition or market
concentration. The HTSC is an emerqing technology in which quite a number of

United %tates corporations as well as foreiqn companies have active
development programs. Waived inventions will be sublect to a royalty-free
license to tne Government and OlE has the right to require periodic reoorts on
the utilization or the efforts at obtalning utilizatinn that are beinp made

for the waived inventions, If an MAO contractor or participant is not makinq
reasonable efforts to utilize a waived invention, 00E can eKercise its
march-in riqhts and require licensing of the invention.
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